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IV. Claims 10-12 and 17 drawn to catalyst compositions classified 
in class 502 and several sub-classes 

V. Claims 18-3G directed to a process of rr.aking a catalyst 
comp-:.siti-jn classified in class 502 and several subclasses 

VI. Claims 37-56 directed to a process of making a catalyst 
compi'siti-jn classified in class 502 and several subclasses 

VII. Claims 57-7 9 directed to a process C'f making a catalyst 
cc'mpositic'n classified in class 502 and several subclasses 

VIII. ClaimiS 80-106 directed to a process of making a catalyst 
C'jmposition classified in class 502 and several subclasses 

IX. Claims 107-125 -directed to a process of amimoxidat ion of 
alkanes using a cataJ.yst composition classified in class 502 and 
several subclasses 

A. Claim 126 airected tc- a prc-cess of ammoxidat ion c-f alkanes 
using a catalyst ccmposit i -on classified in class 50/: and several 
subclasses 

:\I. Claim 127 directed to a process of ammoxidat ic^n ot alkanes 
using a catalyst compc-siti-jn classified in class 502 and several 
subclasses 

>;il. Claim 128 iirecr,ed t-:) a pro::ess of ammoxidat i-jn of al-:anes 
using a catalyst composition classified in class S02 and several 
suk'Classes 

Che appli::ants provisio-nally elect Group I, Claims 1, 2 and 13, 
v;ith traverse. 



SERIAL NO. 10/036, 866 



PATENT APPLICATION 



MAMEDOV, BETHKE, SHAIKH, APAUJO, F:ULKARNI, P'.HODAKOV STC-01-0002 



The examiner states that Groups I-IV are unrelated and cites 
MPEP §§806.04 and 808.01, both entitled "Independent Inventions". 
The examiner's justif icatiLon for requiring restriction was that 
the groups of claim.s have different core structures and different 
properties . 

A restriction requirement is apf>ropriate for two different 
combinations not disclosed as capable of use together, for process 
and apparatus and independent species under a genus (MPEP 
§806.04). As set forth in MPEP §808.01, restriction is 

appropriate when inventions are n-jt connected in design, operation 
or effect and are unrelated which is a rare situation. 

Under the disclosure of this particular application the 
invention of the Groups E-IV claim.s are connected in design, 
'iperatic-n and effect. The catalysts of the Group I-IV claims are 
"for vapor phase ammoxidEit ion of alkanes and olefins". The 
transition phrase used in Claim 1 of Group I is "comprising" which 
is inclusive or open-ended and does not exclude additional, 
unrecited elements or method steps (MPEP §2111.03). "Comprising" 
means that the narr.ed elements are essential, but other elements 
may be added =nd still form a c-jnstruct within the scope of the 
claim ( M'lleculon Research Torp. v. CBS, Inc. , 7 92: F2d 1261, 22:' 
USFQ 805 (CAFC 1986); In re Baxter , 656 F2d 679, 686, 210 USPQ 
795, 803 i CCPA 1981 1 . 
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Furthermore, the formulae depicted in Claims 3, 6 and 10 of 
Groups II, III and IV, respectively, can be the same as the 
formula depicted in Claim 1 of Group I if the variables b', c an'i 
c' are 0 as is permitted in the respective claims; therefore. 
Groups I-IV do not have different c.:)re structures. The structure 
VSbaMt. is present in all claims of Groups I-IV. The dependent 
claims of Groups II, III and IV Ciptionally add other elements 
within the scope of the independent Claim 1 of Group I. 

The applicants respectfully point out that all catalyst 
compositions of Groups I-IV are for vapor phase ammoxidation of 
alkanes and olefins and contain the same VSbaMt. core structure. 
There is no disclosure that the compositions are useful to make 
another final product nor has the examiner presented such an 
example. The inventions of Grc^up I-IV are not in fac:: unrelated 
as the examiner alleges. In addition, 37 CFR §1.141 provides that 
mc-re than one species of an inventi-:»n may be specifically claimed 
in different claims in one application. Accordingly, the 
applicants respectfully request that the restriction requirements 
be withdrawn and the claims of Groups I-IV be rejoined. 

F.ESTRICTION OF GROUPS I AND V 
The examiner asserts that, thouoh Group I is related tc Group 

V as prjduct ani process of makinq, the product as claimed can be 
made by another materially different process and ::ites MPE? 
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§806.05 -f) which is entitled "Process of Making and Product Made - 

Distincness" . 

The examiner cited "the examples in page 21 and 16" as 
supp-jrt for the product being made by a materially different 
product. Claim. 1 of Group I claims in part "[a] catalyst 
composition fc>r vapor phase amm-jxidat ion of alkanes and olefins 
comprising a compound of the formula: VSb,,MbO:.: wherein V is 
vanadium, Sb is antimony, M is at least one elem.ent selected from 
the group consisting of magnesiiam, aliiminum, zirconium, silicon, 
hafnium, titanium and niobiiim ..." (emphasis added). Example 3 on 
page 21 discloses a catalyst of nominal comiposition VSbgAleNbs-O;: 
prepared by dissolving an aluminum compound in water and an 
antim-^ny ccmipound in nitric acid, adding the antimony slurry to a 
vanadium c-jmpc-und in water, adding a nic^oium cc-mpound dissolved m 
water to the antimony/vanadium solution, and adding the 
antimony/vanadium/ niobium slurry to the aluminum gel. Example 5 
c-n page 16 discloses a catalyst of nom.inal composition VSbsMgsO^, 
prepared by dissolving a vanadium compound in water and an 
antimony compound in nitric acid, adding the two solutions 
together, diss-jlving a magnesium compound in water and adding the 
magnesium solution to the vanadium/ ant imony solution. VSbc.Alcrib.iOv 
■:f Example & and VSb^Mg^Ov of Example 3 are both with the scope of 
Claim 1. 
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Claim 18 of Group V claims in part a process of making a 
catalyst composition by "forming a solution of a vanadium 
compound, an antimony compound and at least one compound of M 
wherein M is selected from the group consisting of magnesium, 
aluminum, zirconium, silicon, hafnium, titanium and niobium 
The processes c-f making the catalyst of Example 8 in which a 
solution of aluminum, antimony, vanadium and niobium is formed and 
the catalyst of Example 3 in which a solution of vanadium, 
antimony and magnesium is formed are both within the scope of 
Claim 18. The examples cited by the examiner do not support his 
assertion that the product as claimed can be made by another 
materially different process and, on this basis, the restriction 
requirement should be withdrawn and the claims of Groups I and V 
rejoined. 



The examiner asserts that, though Group II is related to 
Group VI as product and process of making, the product as claimed 
can be made by another materially different process and cites MPEP 
§306. 05(f) which is entitled "Process of Making and Product Made - 
Distinctness" . 

The examiner cited "the examples in page 21 and 22" as 
support for the pr-oduct being made by a materially different 
product. Claim ? of Group II claim.s in part a catalyst 
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composition of the formula "VSbaMbMb-Ov wherein M and M' are each 

one element selected from the group consisting of magnesium, 

aluminvim, zirconium silicc-n, hafnium, titanium and niobixam ..." 

(emphasis added) . Example 8 ( VSbqAl6Nb50v) c-n page 21 was 
described above. Example 9 on page 21 discloses a catalyst of 
nominal composition VSbe.AleMgo.zOx prepared by dissolving an 
aluminum compound in water and a vanadium compound in water, 
adding the vanadium soluti-jn to an antimony compound dissolved in 
water, adding a magnesium compound dissolved in water to the 
vanadium/antimony solution, adding the precipitate to the aluminum 
solution. ySbc-AleNbeO':, of Example 8 and VSbsAlsMg ;,:0:: of Example 9 
are b'jth within the scope of Claim. 3. 

Claim. 37 :>f Group VI claims in part a prc-cess of making a 
catalyst comp-jsit ion from a solution "formed . . . of a vanadium 
cjmpound, an antimony compi-und and one cor.pound c-f M and at least 
one compound of M' . . . wherein M and are selected from the group 
consisting of magnesium, alum.inum, zirconium, silicon, hafnium, 
titanium and niobium The processes of making the catalyst 

of Example 8 in which a solution of aluminum., antimony, vanadium 
and niobium is formed and the catalyst of Exampde 9 in which a 
soluticn of aluminum, vanadium, ant imtony and magnesium is f-Drmeo 
are fccth within the scope of Claim ?7. The exam.ples cited by the 
examiner do ni^t suppc-rt hi- assertion thao the product as claimed 
can be miade by another m.aterially different process and, on this 
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basis, the restriction requirement should be withdrawn and the 
claims of Groups II and VI re j coined. 



The examiner asserts that, though Group III is related to 
Group VII as product and process of making, the product as claimed 
can k-e made by another materially different process and cites MPEP 
§806. 05(f) which is entitled "Process of Making and Product Made - 
Distinctness" . 

The examiner cited "the examples in page 42" as support for 
::he product being made by a materially different product. Claim 6 
•:>f Group III claims in parr a catalyst composition of the formula 
"VSbaMcC':'-':: whoreln Q is at least one element selected from the 
oroup c-znsisring of rnenium, tungsten, molybdenum, tantalum, 
manganese, phosphorus, cerium, tin, boron, scandium, bismuth, 
gallium, indium, iron, chromium, lanthanum, yttrium, zinc, ccibalt, 
nickel, cadmium, copper, strontium, barium, calcium, silver, 
potassium, sodium and cesium ..." (emphasis added). Examples ^.7- 
60 on page 42 discloses catalysts of nominal compc-sitions 
VSboAl^QcO:: where Q is oh csphc-rus , zinc, bor:>n and tungsten 
prepared oy dissolving an aluminum compound in water, dissc-lving 
an antimony compc>und in water, adding a vanadium compouni 
dissolved to the antimcny suspension, adding the vanadium/an.t imony 
suspension to the alum.inum gel, forming a powder of the 
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precipitate and impregnating the powder with a phosphorus 

compound, a zinc compound, a boron compound or a tungsten 

compC'und. VShoAleQcO.: where Q is phC'Sphorus, zinc, boron and 

tungscen of Examples 57-60 are within the scope of Claim 6. 

Claim 57 of Group VII claims in part a process of making a 

catalyst composition by forming a solution of a vanadium compound, 

an antimony compound and at least one compound of M wherein M is 

selected from the group cc>nsisting of magnesium, aluminum, 

zirconium, silicon, hafnium, titanium and niobium and " 

[impregnating] a compound of Q ... on the solid before or after 

the calcination step wherein Q is selecoed from the group 

c>jnsisoing of rhenium, tungsten, mc»lybdenum, tantalum, manganese, 

phC'Sphorus, cerium, tin, boron, scandium, bismuth, gallium indium, 

iron, chromium, lanthanum, yttrium, zinc, cc-balt, nickel, cadmium, 

copper, strontium, barium, calcium, silver, potassium, sodium and 

cesium The process of making the catalysts of Examples 57- 

60 in which a solution of aluminum, antimony, and vanadium is 

f':-rmed and the resulting soled impregnated with phosphorus, zinc, 

boron or tungsten is within the scope -of Claim 57. The examples 

cited by the examiner do noz suopc^rt his assertion that the 

pro-du3t as claimed can be made by another materially different 

pro-cess and, on this basis, the restricticri requirement should be 

withdrawn and the claims of Groups III and VII rejoined. 
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The examiner asserts that, though Group IV is related to 
Group VIII as prodU'.':t and process of making, the product as 
claimed can be made by another miaterially different process and 
cites MPEP §806. 05 (f .) which is entitled "Process of Making and 
Prc>duct Made - Distinctness". 

The examiner cited "the examples m page 44" as support for 
the product being made by a materiaily different product. Claim 
10 of Group IV claims in part a catalyst composition of the 
formula "VSbaMbQcQ ' cO:: wherein Q and Q' are each one element 
selected from the group consisting of rhenium, tungsten, 
mc'lybdenum, tantal\am/ manganese, phosphc^rus, cerium, tin, boron, 
scandixim, bismuth, gallium, indium, iron, chromium, lanthanum, 
yttrium, zinc, cc'balt, nickel, cadmium, copper, strontium, barium, 
calcium, silver, potassium, sodium and cesium ..." (emphasis 
added) . Examples 61-68 on page 44 disclc-ses catalysts of nominal 
c-:>mipositions VSbiAl.^Wc .oeQcOx where Q is boron, indium, yttrium, 
scandium, bismuth and tantalum prepared by dissolving an aluminum 
cc'm.pound in water, dissolving an an::imony compound in water, 
adding a vanadium compound dissc-lved to the antimony suspension, 
adding the vanadiums/antimony suspension tc> the aluminum gel, 
forming a powder of the precipitate and impregnating the pc'Wder 
with a tungsten compc^und and a boron comp-ound, an indium com.pcund, 
a yttrium com.pound, a scandium, compound, a bismuth compound or a 
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yttrium, scandium, bismuth and tantalum is within the scope of 
Claim 10. 

Claim 80 of Group VIII claims in part a process of making a 
catalyst comp-osit ion by forming a solution of a vanadium compound, 
an antimony compound and at least one compound of M wherein M is 
selected fr<jm the group consisting of magnesium, aluminum, 
zirconium, silicon, hafnium, titanium and niobium and 
"[impregnating] compounds of Q and Q' ... on the solid before or 
after the calcination step wherein Q and Q' are each selected from 
the group consisting of rhenium, tungsten, molybdenum, tantalum, 
manganese, phosphc'rus , cerium, tin, bc=ron, scandium, bismuth, 
gallium iniiium, irc)n, chromium., lanthanum, yttrium, zinc, cobalt, 
nickel, cadmium, copper, strontium, barium, calcium, silver, 
potassium, scdium and cesium The process of making the 

catalysts of Examples 61-68 in which a solution of aluminum, 
antimony and vanadium is formed and the resulting solid is 
impregnated with tungsten and boron, indium, yttrium, scandium, 
bismuth or tantalum is within the scope of Claim 80. The examples 
cited t'y the examiner do not support his assertion that the 
p-roduct as claime:i can be made by another materially different 
process and, r-n this basis, the restriction requirement should be 
withdrawn and the claims of Groups IV and VIII rei Dined. 



tan t a 1 um compound . 



VSb;,AleWG.o6QcO:, where Q is boron, indium.. 



11 



SERIAL NO. 10/036,866 PATENT APPLICATION 

MAMEDOV, BETHKE, SHAIKH, ARAUJO, KULKJ\RNI, KHODAKOV STC-01-0002 

RESTRICTION OF GROUPS I/II/III/IV AND V/VI /VI I /VI I I 

MPEP §806.C5{f) provides that a product and a process of 

making the product can be shown to be distinct inventions if the 

prc'duct as claimed can be made by another materially different 

process . 

MPEP §802.01 defines distinct as follows: 
DISTINCT 

The term "distinct" means that two or more 
subjects as disclosed are related, for example, 
as combination and part (subcombination) 
thereof, process and apparatus for its practice, 
process and product made, etc., but are capable 
of separate manufacture, use, or sale as 
claimed, AND ARE PATENTABLE (novel and 
unobvious) OVER EACH OTHER (though they may each 
be unpatentable because of the prior art) .... 

The applicants submits that the examiner has not shown the Group 

I/II/III/IV claims and the Group V/VI/VII/VIII claims to be 

distinct, respectively, in accordance with the above definition. 

The catalyst of Group I/II/III/IV is the very catalyst made in the 

respective process of the Group V/VI/VII/VIII claims. The 

examiner has ncit shown the catalyst of Group I/II/III/IV as 

claimed can be made in a process other than the respective process 

of Group V/VI/VII/VIII. 

Moreover, even assuming tha:: Groups I and V, Groups II and 

VI, Groups III and VII, and Groups IV and VIII are directed to 

patentably distinct subject matter, it would appear as a practical 

matter that the field of search fiir the subject matter of Group 

I/II/III/IV would find little, if any, diversity from the field of 
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search for the subject matter of Group V/VI/VII/VIII , 

respectively. In this regard, the asserted utility of the 

catalysts set f <jrth m the claims of Group I/II/III/IV is as a 

catalyst of a particular composition and the asserted utility of 

the claims of Group V/VI/VII /VI II is as process for making a 

catalyst of the composition of the catalyst of the claims of Group 

V/VI/VII/VIII, respectively. This being the case, it would appear 

that the field of search for the subject matter of Group 

I/II/III/:v would include the field of search for the subject 

matter of Group V/VI/VII/VIII, respectively. In fact, it is noted 

rhat the claims of Groups I, II, III, IV, V, VI, VII and VIII are 

all classified in the same class {class 502) . Since the fields of 

search for the grc-ups of claims would appear to be largely 

co-extensive, examination of the grC'ups of claims together, even 

assuming that they are directed to patentably distinct inventions, 

would best serve the interest of the Patent and Trademark Office, 

the public and the present applicants. 

As noted by MPEP §803: 

If the search and examination of an entire 

application can be made without serious burden, the 
examiner must examine it cn the merits, even though it 
includes claims to independent or distinct inventions. 

CRITERIA FOR RESTRICTION BETWEEN 
PATENTABLE DISTINCT INVENTIONS 

There are two criteria for a proper requirement 
for rest:r icticT: between paientably distinct mventims: 

(A) Trie invent ims musi be indep-encent (see 
MPZP §8:)2.C)1, §806.04 , §3jS.01) or distinct as claimed 
(see MPEF §800.05 - §806.05(1)); and 
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(B) There must be a serious burden on the 
examiner if restriction is required (see MPEP §803.02, 
§806. 04(a) - §306.04(i), §80E.01(a:), and §303.02). 

The applicants submit that examination of the claims of the 

groups does not present a seri'i-us burden on the examiner and 

request that the claims of Grc=ups I-IV and Groups V-VIII be 

rejoined. 

RESTRICTION OF GROUPS I AND IX 
The examiner asserts that, though Group I is related to 
Groups IX as product and method of use, the process of using the 
product can be practiced by another materially different product 
and ci^.es MPEP §806.05 (h) which is entitled "Product ana Process 
of Using". 

As set forth in MPEP §806. 05(h), the burden is on the 
examiner to provide an example in support of his assertions. 
Absent such an example, the restriction requirement should be 
withdrawn. For the restriction of Group I and Group IX (NOTE: The 
Office Action referred to Groups I and VIII as product and method 
of use; however Grc-up VIII is a process <:>f making and Group IX is 
a method of use, so the applicants assume the rhis restrictic>n 
refers tc* Group IX), the examiner cited claims 126, 127 and 123 as 
suf'port for another materially different product used in the 
process of using as claimed. Claims 126, 127 and 128 are all 
dependent on Claimi 107 which claims in part a prc>cess of 
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"contacting a mixture of an alkane or olefin^ ammonia and 

molecular oxygen in the gas phase with a catalyst". Claims 126, 

127 and 128 do not specify an additional process step. The 
process steps of Claim 107 of Group IX are the same process steps 
of Claims 126, 127 and 128. The process of Claims 126, 127 and 

128 is within the scope of Claim 107. The example cited by the 
examiner does not support his assertion that another materially 
different process can be used in the process of using as claimed 
and, on this basis alone, the restriction requirement should be 
withdrawn and the claims of Groups I and IX rejoined. 



FESTRICTION OF GROUPS I I ANE) X 
The examiner asserts that, though Group II is related to 
Groups X as product and method of use, the process c-f using the 
product can be practiced by another materially different product 
and cites KPE? §806.05 (h) which is entitled "Product and Process 
of Using". 

As set forth in MPEP §806. 05(h), the burden is on the 
examiner t-:.^ provide an example in support of his assertions. 

Absent such an example, the restriction requirement should t-e 
withdrawn. For the restriction of Group II and Group X (NOTE: The 
C)ffice Action referred to Groups II and IX as pr<:)duct and method 
O'f use; however Gri-up IX refers to VSbaM-Ov and GrDup II refers t:- 
VSbaMfc.M * b'Ov, SD the applicants assume the this restriction refers 
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to Group X which refers to VSbaMbM ' b'0.<) , the examiner cited claims 
107, 127 and 128 as support for another materially different 
pr-i'duct used in the process of using as claimed. Claim 126 of 
Crjup X is dependent on Claim 107, which claim.s in part a process 
of "c:-ntacting a mixture of an alkane ox: olefin, ammonia and 
molecular oxygen in the gas phase with a catalyst", and does not 
specify an additional process step. Claims 127 arid 128 are also 
dependent: on Claim 107 and do not specify an additional process 
step. The process steps of Claim 12 6 of Group X are the same 
process steps of Claims 107, 127 and 128. The process of Claims 
126, 127 and 128 is within the scope of Claim 107. The example 
cited by the examiner dc-es not support his assertic'n that another 
materially different product can be used in the process of using 
as claimed and, on this basis alone, the restriction requirement 
should be withdrawn and the claims of Groups II and X rejoined. 



The examiner asserts that, though Group III is related tc> 
Groups XI as product and method of use, the prc-cess of using the 
product can be practiced by another materially different prz-duct 
and cites MPEP §806.05 (h) which is entitled "Product and Process 
of Using". 



RESTFICTION OF GROUPS III AND XI 
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As set forth in MPEP §806. 05(h), the burden is on the 
examiner to provide an example in support of his assertions. 
Aosenr such an example, the restriction requirement should be 
withdrawn. For the restriction of Group III and Group XI (NOTE: 
The (jffice Action referred to Groups II and X as product and 
method of use; however Group X refers to VSbaMbM'b'Ox and Group III 
refers to VSbaMbQcO:,, so the applicants assume the this restrictic^n 
refers to Group XI which refers to VSbaMbQcOx) , the examiner cited 
claims 126 and 128 as support for another materially different 
product used in the process of using as claimed. Claim. 127 of 
Group XI is dependent on Claim 107, which claims in part the 
process of "contacting a mixture of an alkane or olefin, ammonia 
and molecular oxygen in the gas phase with a catalyst", and does 
nc't specify an additional process step. Claims 126 and 128 are 
also dependent on Claim 107 and do not specify an additional 
process step. The process steps of Claim. 127 of Group XI are the 
same process steps of Claims 107, 126 and 128. The process of 
Claims 126, 127 and 128 is within the scope of Claim 107. The 
examples cited by the examiner do not support his assertion that 
another materially different product can be used in the process of 
using as claimed and, on this basis alone, the restrictic-n 
requirement should be withdrawn and the claims of Groups III and 
XI rejoined. 
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The examiner asserts that, though Group IV is related to 
Groups XII as product and method of use, the process of using the 
product can be practiced by another materially different product 
and cites MPEP §806. 05(h) which is entitled "Product and Pr':>cess 
of Using". 

As set forth in MPEP §806.05 (h), the burden is on the 
examiner to provide an example in support of his assertions. 

Absent such an example, the restriction requirement should be 
withdrawn. For the restriction of Group IV and Group XII, the 
examiner cited claims 12 6 and 127 as support for another 
materially different product used in the process of using as 
claimed. Claim 123 of Group XII is dependent on Claim 107, which 
claims m part the process of "contacting a mixture of an alkanc 
or olefin, amm.onia and molecular oxygen in the gas phase with a 
catalyst", and does not specify an additional process step. 
Claims 126 and 127 are also dependent on Claimi 107 and do not 
specify an additional process step. The process steps of Claim 
128 of Group XII are the same prc^cess steps of Claims 107, 126 and 
127. The process of Claims 126, 127 and 128 is within the sc^pe 
of Claim 107. The examples cited by the examiner do not supporr. 
his assertion that another materially different product can be 
used in the process of using as ::laimed and, jn this basis alc)ne, 



RESTRICTION OF GROUPS IV AND XII 
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the rest rict i'jn requirement should be withdrawn and the claims of 

Groups IV and >:il rejoined. 

RESTRICTION O F GROUPS I/II/III/IV AND IX/ X/ XI/XII 
MPE? §806. 05(h) provides that a product and a process of 
using the product can be shown to be distinct inventions if the 
process as claimed can be used with another materially different 
product. The catalyst of the Group I/II/III/IV claims is 
necessary and essential to an ability to practice the process of 
the Group IX/zi/XI/:-:!! claims, respectively. Without the catalyst 
of the Group I/II/III/IV claims the respective process of the 
GrC'Up I>:/X/XI/XII claims could not be practiced. The Group 
I/II/III/IV and Group IX/X/XI/XII claims are not distinct. 
KPEP §30;:. 01 defines distinct as follows: 
E)ISTINCT 

The term "d.istmct" means that two or more 
subjects as disclosed are related, for example, 
as combination and part ( subccmbinat ic-n ) 
thereof, process and apparatus for its practice, 
process and product made, etc., but are capable 
of separate manufacture, use, or sale as 
claimed, AND ARE PATENTABLE (novel and 
unobvious) OVER EACH OTHER (though they may each 
be unpatentable because of the prior art) .... 

The applicants submits that the examinei has not shown the 

Group I/II/III/IV claims and the Group IX/X/XI/XII claims to 

be distinct, respectively, in accordance with the above 

definition. The catalyst of Group I;''I I/III/IV is the very 

catalyst used in the respective process of the Grjup 
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IX/X/i'lI /XII claims. The examiner has not shown the process 

of Gr-.Dup IX/X/XI/XII to be useful for a catalyst other than 

the respective catalyst of Group I/II/III/VI. To practice 

tne process of Group IX/X/XI/zill as claimed one m:ust first 

practice the respective catalyst of Group I/II/III/IV. If 

the Group IX/X/XI/XII claims were priDr art to the Group 

I/II/III/IV claims, Group I/II/III/IV would not be 

respectively patentable over Group IX/X/XI/XII, and vice 

versa. The examiner has not shown Group I/II/III/IV to be 

distinct from Group IX/X/>:i/XII and, on this basis alone, the 

restriction requirerrient should be withdrawn and the claims of 

Groups r/II/III/IV and IX/X/XI/XII rejoined. 

M-r-reC'ver, even assum.ing that the groups of claim.s are 

directed to patentably distinct subject matter, it would 

appear as a practical matter that the field of search for the 

s\:bject matter of Group I/II/III/IV would find little, if 

any, diversity from the field of search for the subject 

matter of Group IX/X/XI/XII, respectively. In this regard, 

the asserted utility of the catalysts set forth in the claims 

of Group I/II/III/IV is as a catalyst of a particular 

C'jmpo>sition and the asserted utility :>f the claims of Grc'up 

IX/X/'XI/>:i I is as prC'Cess f'jr using a catalyst of the 

Cfjmpijsit : <on of the catalyst of the claims of Gr:-up 

I/II./III.IV, respectively. This being the case, it would 
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app>ear that the field of search for the subject matter of 

Grc'up I/II/III/IV would include the field of search for the 

subje::t matter of Group IX/X/XI/XII, respectively. In fact, 

it is noted that the claims of Groups I, II, III, IV, IX, X, 

XI and XII are all classified in the same class (class 502) . 

Since the fields of search fc-r the groups c-f claims would 

app'ear tc> he largely co-extensive, examina::ion of the groups 

of claims together, even assuming that they are directed to 

patentably distinct: inventions, would best serve the interest 

of the Patent and Trademark Office, the public and the 

present app 1 i cants . 

As noted by M?EP §803: 

If the search and examination c-f an entire 
apc'l icatiLTi can be made without: seriC'US burden, tne 
examiner must examine it on the merits, even though it 
incJudes claims tO' independent c^r distinct inventions. 

CRITERIA FOR RESTRICTION BETWEEN 
PATENTABLE DISTINCT INVENTIONS 

There are two criteria for a proper requirement 
for restriction between patentably distinct inventions: 

(A) The inventions must be independent (see 
MPEP §302.01, §806.04, §808.01) or distinct as claimed 
(see MPEP §306.05 - §806.05(1)); and 

iB) There must be a serious burden on the 
examiner if restrict :i-on is required {see MPEP §8C3.02, 
§806.04 (a) - §806.04(1), §808.01 (a), and §808.02). 

The applicants submit that examination of the cJ.aims of 

the grjups does net present a serious burden on the examiner 

and request that the claims of Groups I-IV and Groups V-VIII 
be reioined. 
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The applicants believe that no extension of time under 37 



petition is being made to provide for the possibility that 
the applicants have inadvertently overlooked the need for a 
petition and fee for extension of time. If an additional 
extension of time is required, please consider this a 
petition therefor. The Commissioner is hereby authorized to 
charge any fees due by filing this paper or to credit any 
overpayment to Account No. 502025. 

On the basis of the above remarks, reconsideration of this 
application is requested and its allowance requested at the 
examiner's earliest convenience. No new matter has been 



CFF. §1.136 (a) is required. 



However, 



this 



conditional 



added. 



Respect fully submitted. 




Jim Wheelingt'jn 
Reg. No. 33,05 



SA3IC Americas, Inc. 
SA3IC Technology Center 
1600 Industrial Blvd. 
Sugar Land, Texas 77478 
(231) 207-5719 
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CERTIFICATE OF MAILING UNDER 37 CFR §1 . 8 (a) 

I hereby certify that this RESPONSE UNDER 37 CFR §1.143 

along with any papers referred to as being attached or 
enclosed is being deposited with the United States Postal 
Service on the date shown below with sufficient postage as 
first class mail in an envelope addressed to: 

Commissioner of Patents and Trademarks 
Washington, D. C. 2 0231 



Date: April 7, 2003 



Respectfully submitted, 



Jim Wheelington ^ 

SA3IC Americas, Inc. 

SABIC Technology Center 
1600 Industrial Blvd. 
Sugar Land, Texas 7747f 
(281) 207-5719 



